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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IEI Responsive to communication{s) filed on 20 March 2006 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 20,21,24-27.30 and 31 is/are pending in the application. 

4a) Of the above clalm(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 20,21,24-27,30 and 31 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) D The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the clrawlng(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet{s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1. D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Application Status 

Claims 20-21, 24-25 and 26-31 are currently pending. 

In response to a previous Office action, a non-fmal requirement (mailed on October 20, 
2005), Applicants filed a response and amendment received on March 20, 2006. Applicant's 
amendment of claims 21 and 31, canceling Claims 28-29 and withdrawing claims 1-6, 13-17, 22- 
23 and 32-38 has been entered. Claims 20-21, 24-27, and 30-31 are pending in the instant Office 
action and will be examined herein. 

Applicants' arguments filed on 3/20/2006, have been fully considered and are not deemed 
to be persuasive to overcome some of the rejections previously applied. Rejections and/or 
objections not reiterated firom previous office actions are hereby withdrawn. 

Maintained - Claim Rejections - 35 U.S.C. % 112 (1) 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Previous rejection of claims 20-21, 24-27 and 30-31 under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement is maintained. This rejection has 
been discussed at length in the previous office action mailed on October 20, 2005. It is 
maintained for the reasons of record and discussed below. 

Claims 20-2 1 , 24-27 and 30-3 1 are directed to a genus of a DN A molecule encoding any 
plant peptide deformylase. The specification teaches the structure of only a single representative 
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species of such DNAs. Moreover, the specification fails to describe any other representative 
species by any identifying characteristics or properties other than the fiinctionaHty of encoding a 
plant peptide deformylase. Given this lack of description of representative species encompassed 
by the genus of the claim, the specification fails to sufficiently describe the claimed invention in 
such full, clear, concise, and exact terms that a skilled artisan would recognize that applicants 
were in possession of the claimed invention. 

Applicants argue that the test for sufficiency of descriptive support in an application is 
whether the disclosure of the application reasonably conveys to the artisan that the inventor had 
possession at the time of invention was filed and it is not necessary that the claimed subject 
matter be described to satisfy the requirement, and nor does the statute require an working 
example to meet the requirements of 112, first paragraph. Applicants also argue that applicant 
can provide structure and function information, however, none of the claims are amended to 
provide such structure and function information. Applicants also state that Appendix A is 
attached, however, examiner does not find any Appendix attached. 

Applicant's arguments have been fully considered but are not deemed persuasive to 
overcome the rejection of claims 20-21, 24-27 and 30-31. The examiner acknowledges the 
amendment to the claims 21 and 31, which is just to correct the typographical error but disagrees 
with the applicant's contention that the claimed invention is adequately described. Claims 20-21, 
24-27 and 30-31 are directed to an isolated and purified polynucleofide sequence encoding 
amino acid sequence of a plant peptide deformylase, vector, host cell and method of producing 
the plant peptide deformylase (PPD). 
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The genus of PPD DNA molecule encoding polypeptides is a very large genus with the 
potentiality of being a highly structurally variable genus. Claim 20 still reads any PPD 
polynucleotide, which is very broad. Although, claim 21 recites that the PPD polynucleotide is 
derived from Arabidopsis thaliana, however, A. thaliana can have wild type, splice variants and 
mutant form of PPD. In the instant case there is no structural feature, which is representative of 
all the members of the PPD recited in the claim. The specification discloses only a single 
representative species, which is insufficient to adequately describe the required genus of PPD 
encompassed by the claim. Therefore, for the reasons above, the rejection is maintained. 

Claims 20-21, 24-27 and 30-31 remain rejected under 35 U.S.C. 1 12, first paragraph on 
enablement issue is maintained. This rejecfion has been fully discussed at length in the previous 
office action mailed on October 20, 2005. It is maintained for the reasons of record and discussed 
below. 

Claims 20-21, 24-27 and 30-31 are so broad as to encompass any nucleic acid encoding 
plant peptide deformylase. The scope of the claims is not commensurate with the enablement 
provided by the disclosure with regard to the extremely large number of polynucleotide encoding 
plant peptide deformylase broadly encompassed by the claims. The scope of the claimed 
invention is very broad in the context of lack of structural feature of PPD. 

Applicants again note that they can provide sequence information from a number of other 
species, allowing the skilled artisan to idenfify site-specific residues and regions, which are 
essentia], non-essential or instrumental in the activity and specificity of plant peptide 
deformylase. To provide sufficient support in the specification (A through D), applicants argue 
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that (A) they have significantly altered both N-terminal and C-terminal region of PPD and state 
Appendix B, attached, however, none of the claims are amended to provide such structure and 
ftinction information. AppHcants also argue that (B) while the PPD was altered, the activity was 
not greatly affected, which is referred to Appendix C (no Appendix C is attached). Applicants 
also argue that mutations at K159 in plant peptide deformylase DEF2 results decrease in activity 
(alanine substitution) or completely destabilize the protein (glutamate substitution) and states 
that applicants narrowed the understanding of what regions and specific acids can tolerate 
modifications, however, none of the claims recite DEF2 or with any SEQ ID NO. Applicants 
recite some reference but the publication date of those references is after the filing date of the 
instant application. Applicants fiarther argue that (C) applicants have discovered a crystal 
structure for plant peptide deformylase DEF2, which clearly idenfify the relationship between 
plant peptide deformylase DEF2 sequence and structure. However, there is no recitation of the 
DEF2 sequence and structure in the claims. Applicants fiirthermore, argue that (D) applicants 
constructed a thorough phylogenetic analysis of the distribution of amino acid substitutions 
throughout the available collection of PPD sequences fi-om all organisms and referred Appendix 
D (no Appendix is attached). 

Applicant's arguments have been fully considered but are not deemed persuasive to 
overcome the rejection of claims 20-21, 24-27 and 30-31 on enablement issue. The examiner 
acknowledges the amendment to the claims 21 and 31 but disagrees with the applicant's 
contention that the scope of the claimed invention is adequately described. Claims 20-21, 24-27 
and 30-31 are directed to any nucleic acid encoding any plant peptide deformylase. The scope of 
the claims is not commensurate with the enablement provided by the disclosure with regard to 
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the extremely large number of polynucleotide encoding plant peptide deformylase broadly 
encompassed by the claims. 

Applicants discuss a lot about sequence, structure, and mutation etc; however, none of the 
claims recite any evidence of such structural feature of the genus. Applicants need to limit the 
claim invention by reciting specific genus of PPD which was isolated and without specifying the 
claimed genus, one of ordinary skill in the art would not be able to practice the claim invention, 
which requires that one of ordinary skill in the art to know or be provided with guidance for 
making the full scope of PPD genes encompassed by the claims. Without such guidance one of 
ordinary skill would be reduced to the necessity of producing and testing all of the virtually 
infinite possibilities. This would clearly constitute undue experimentation. The specification 
must provide a reasonable amount of guidance with respect to the direction in which the 
experimentation should proceed. Such guidance has not been provided in the instant 
specification. As previously stated the specification does not establish: (A) regions of the protein 
structure which may be modified without effecting plant peptide deformylase activity; (B) the 
general tolerance of plant peptide deformylase to modification and extent of such tolerance; (C) a 
rational and predictable scheme for modifying any plant peptide deformylase residues with an 
expectation of obtaining the desired biological function; and (D) the specification provides 
insufficient. 

For all the reasons above, the examiner finds that amendment of claims 21 and 31 and 
applicants arguments does not describe the structural features of claimed genus encompassed by 
the claims in sufficient detail to overcome the rejection. The structural feature, which is required, 
is not specified in the claims. Therefore, for the reasons above, the rejection is maintained. 
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Withdrawn - Claims Rejections- 35 USC § 103 
Previous rejection of Claims 21, 24, 26 and 31 under 35 U.S.C. § 103(a) as being obvious 
over Braun et al. in view of Chen et al. is withdrawn by virtue of applicant amendment of claim 
21 and 31 and arguments by limiting the claim that the plant peptide deformylase (PPD) is from 
A. thaliana. 

Maintained- Claims Rejections- 35 USC § 103 

Previous rejection of Claims 20, 25, 27 and 30 remain rejected under 35 U.S.C. § 103(a) as 
being obvious over Braun et al. in view of Chen et al. The rejection is explained in the previous 
Office Action. Applicant's arguments have been fully considered but are not deemed persuasive 
for the following reasons. 

Applicants argue that for a prima facie case of obviousness, the following three 
requirements must be met. First, the prior art relied upon, coupled with the knowledge generally 
available in the art at the time of the invention, must contain some suggestion or incentive that 
would have motivated the skilled artisan to modify a reference or to combine the reference with 
another reference. Second, the proposed modification must have had a reasonable expectation of 
success, determined from the vantage point of the skilled artisan at the time the invention was 
made. Third, the prior art reference must teach or suggest all the limitations of the claims. The 
teachings or suggestions, as well as the expectation of success, must come from the prior art and 
not from applicant's disclosure. Applicants further argue that the result presented by Braun et al. 
is circumstantial and that the art suggests that no peptide deformylase protein or activity exists in 
plants. This is not found persuasive because all the evidence provided by the applicant trying to 
establish that there was no indication about peptide deformylase present in plant is directly 
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contradicted by the disclosure of Braun et al. Braun et al. clearly suggests that a peptide 
deformylase is indeed present in potato plant by doing comparison of the amino acid sequence 
with the recently published sequence of the gene encoding the cytochrome b apoprotein which 
shows that the N-formylmethionine is removed and that this teaching provides the first evidence 
for the presence of a deformylase and a methionine aminopeptidase in mitochondria. Although, 
Braun et al do not disclose the structure of the deformylase, there are no structural features 
recited in applicant's claims. In addition, claim 20 recites an isolated and purified polynucleotide 
sequence (no sequence is disclosed) encoding amino acid sequence of a plant peptide 
deformylase . Applicants do not give any structural feature of plant peptide deformylase in any 
claims of claims 20, 25, 27 and 30, which read any plant peptide deformylase. Therefore, one of 
ordinary skill in the art would have been motivated to isolate a gene of plant peptide deformylase 
for targeting plant peptide deformylase for identifying inhibitors as broad spectrum herbicides as 
taught by Braun et al. and Chen et al. As such the rejection is maintained. 

Conclusion 

No claim is in condition for allowance. 

Applicants must respond to the objections/rejections in each of the numbered sections in 
this Office action to be fully responsive in prosecution. THIS ACTION IS MADE FINAL. 
See M.P.E.P. § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 C.F.R.^ 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 C.F.R. 
^1.1 36(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
fmal action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Iqbal Chowdhury, Ph.D. whose telephone number is 571-272- 
8 1 37. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapu Achutamurthy can be reached on 703-272-0928. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free), 

Iqbal Chowdhury, PhD, Patent Examiner 
Art Unit 1 652 (Recombinant Enzymes) 
US Patent and Trademark Office 
Rm. Remsen 2B69, Mail Box. 2C70 
Ph. (57 0-272-8137, Fax. (571)-273-8137 
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